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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 8, 9, 1 1, 14 and 15 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Uchida et al. ("Dielectric Resonator Elliptic-Function Band Rejection Filter 
with External Coupling Waveguide"). 

Uchida et al. (figs 1 and 2) discloses an identical band rejection filter with 
attenuation poles. It should be noted that the coupling slots between the rectangular 
waveguide and a jump-coupling/external coupling waveguide provides capacitors (see 
fig. 2). 

In response to the applicant's argument (filed on 6/30/05) that Uchida et al. failed 
to discloses "a plurality of parallel resonant circuits... and a jump coupling circuit ...to 
each other" (see REMARKS, p. 12, second paragraph), the examiner disagrees. 

Uchida et al. (figs. 1 and 2) clearly shows a plurality of parallel resonant circuits 
L1&C1, L2&C2 each connected through separate transmission lines (see fig. 2, "one- 
quarter or three-quarter-wavelength waveguide section"), and a jump coupling circuit +J, 
for coupling two non-adjacent parallel resonant circuits. Applicant failed to point out the 
differences between the applicant's claimed invention and the Uchida et al. reference. 
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Claims 1, 2, and 6 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Uchida et al. ("Ku-Band Elliptic-Function Band-Rejection Filter with Dielectric 
Resonators"). 

Uchida et al. (figs. 1 and 2) discloses a band rejection filter with attenuation poles 
comprising: a plurality of series resonant circuit (see fig. 2) connected in series via a 
plurality of transmission lines each having a quarter wavelength; and a jump-coupling 
circuit (external coupling waveguide) for coupling two of non-adjacent series resonant 
circuits. It should be noted that the coupling slots between the rectangular waveguide 
and a jump-coupling/external coupling waveguide provides capacitors. 

In response to the applicant's argument (filed on 6/30/05) that Uchida et al. failed 
to discloses "a plurality of series resonant circuits with one set of end terminals having a 
common connection... and a jump coupling circuit ...to each other" (see REMARKS, p. 
13, first and second paragraphs), the examiner disagrees. 

Uchida et al. (figs. 1 and 2) discloses a plurality of series resonant circuits 
L1&C1, L2&C2 each connected through separate transmission lines J12 (note that J12 
are a quarter wavelength transmission line (see p. 106, paragraph "2"), and one set of 
end terminals having a common connection J2; and a jump-coupling circuit J1 coupling 
paris of non-adjacent series resonant circuits. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 2, and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Atia (US 785). 
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Atia (figs. 2 and 2a) discloses ia filter comprising: a plurality of series resonant 
circuits 40-46, 48-54 (see fig. 6b, C1 , L1, L2, C2) with one set of end terminals having a 
common connection and another set of end terminals; each connected via separate 
transmission lines 70 each having a quarter wavelength; a jump-coupling circuit 
includes a quarter wavelength transmission line 60. it should be noted that a gap 
capacitor is existed between a series transmission line 70 and the jump-coupling 
transmission line 60. Thus, the jump-coupling circuit includes a capacitor and another 
capacitor and a transmission/microstrip line 60 located between them. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8, 9, 11, 14 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Uchida et al. ("Ku-Band Elliptic-Function Band-Rejection Filter with 
Dielectric Resonators") in view of Uchida et al. ("Dielectric Resonator Elliptic-Function 
Band Rejection Filter with External Coupling Waveguide"). 

Uchida et al. ("Ku-Band... Resonators") is applied as above. Uchida et al. ("Ku- 
Band... Resonators") does not show each dielectric resonator being a parallel resonant 
circuit. However, designing a dielectric resonator to a parallel resonant circuit is well 
known in the art. Uchida et al. ("Dielectric Resonator... Waveguide") discloses a 
dielectric resonator (fig. 1) forming a parallel resonant circuit C1&L1 , C2&L2 (see fig: 2). 
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It would have been obvious to one of ordinary skill in the art to form the dielectric 
resonators into parallel resonant circuits in the device of Uchida et al. ("Ku- 
Band... Resonators") since such design technique is well known in the art as shown by 
Uchida et al. ("Dielectric Resonator... Waveguide") and it requires only a routine skill in 
the art. 

Claims 3 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Atia (US 785) in view of Wakinp et al. (US '096). 

Atia does not show the plurality of series resonant circuits is formed of microstrip 
line structure. However, such design technique is well known in the art. Wakino et al. 
discloses a series resonant circuit an be formed in a dielectric resonator (figs. 3(a) and 
4(a)) or a microstrip line resonator (fig. 14). Therefore, it would have been obvious to 
one of ordinary skill in the art to use a microstrip line type series resonant circuit as the 
series resonant circuits in the device of Atia since both series resonant circuits are 
functionally equivalent and well known in the art as shown by Wakino et al. (figs. 3(a) 
and 14). 

Claims 8-10, 15 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hong et al. ("Microstrip Filters for RF/Microwave Applications") in 
view of Miyazaki et al. (US '073) or Uchida et al. (JP 07-094908). 

Hong et al. (figs. 6.5-6.7) discloses a band rejection filter comprising; a plurality 
of parallel (see fig. 6.7) resonant circuits connected through transmission line each 
having a quarter wavelength (see fig. 6.5). Providing separate transmission lines 
instead of a single transmission line is considered as an obvious design modification 
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since such modification does not alter the operation of filter, and also making a single 
element separable is considered as an obvious modification, see In re Dulberg, 289 
F.2d 522, 523, 129 USPQ 348, 349 (CCPA 1961) . 

Hong et al. does not show a jump-coupling circuit for coupling two non-adjacent 
parallel resonant circuits. Miyazaki et al. (fig. 22) discloses a similar filter device having 
a jump-coupling circuit having a transmission/microstrip line 15 coupling two non- 
adjacent resonators 10a, 10d. Moreover, the both ends of the transmission line 15 
provides a gap capacitor between the transmission line 15 and a resonator 10a, 10d. 

Uchida et al. (figs. 1(a)-1(f) also discloses a similar filter device having a jump- 
coupling circuit having a transmission/microstrip line 27 or 37 (see fig. 4(a)) coupling 
two non-adjacent resonators 5, 7. Moreover, the both ends of the transmission line 27 
provides a gap capacitor between the transmission line 27 and a resonator 5, 7 (see 
abstract). 

It would have been obvious to one of ordinary skill in the art to provide a jump- 
coupling circuit between two non-adjacent resonators in the device of Hong et al. to 
provide an attenuation pole as taught by Miyazaki et al. (col. 17, lines 57-67) or Uchida 
et al. (see abstract). Providing the resonant circuits on a dielectric substrate is well 
known in the art, and it requires a routine skill in the art. 

The declaration under 37 CFR 1.132 filed on 2/28/06 is insufficient to overcome 
the rejection of claims 1, 2, 6, 8, 9, 11, 14 and 15 based upon 35 USC 102(a) rejections 
(Uchida et al. ("Dielectric Resonator Elliptic-Function Band Rejection Filter with External 
Coupling Waveguide") and Uchida et al. ("Ku-Band Elliptic-Function Band-Rejection 



Application/Control Number: 10/785,983 Page 7 

Art Unit: 2817 

Filter with Dielectric Resonators")), and 35 USC 103 rejection (Uchida et al. ("Ku-Band 
Elliptic-Function Band-Rejection Filter with Dielectric Resonators") in view of Uchida et 
al. ("Dielectric Resonator Elliptic-Function Band Rejection Filter with External Coupling 
Waveguide")) as set forth in the last Office action because: the declaration has not 
been signed by the inventors. 

Allowable Subject Matter 

Claims 4, 5, 12 and 13 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments filed on 2/28/06 have been fully considered but they are 
not persuasive. 

In response to the applicant's argument on Uchida et al. articles ("Dielectric 
Resonator Elliptic-Function Band Rejection Filter with External Coupling Waveguide" 
and "Ku-Band Elliptic-Function Band-Rejection Filter with Dielectric Resonators"), 35 
USC 102(a) rejections still stand since the declaration filed on 2/28/06 has not been 
signed. 

In response to Atia does not show "a plurality of series resonant circuits with one 
set of end terminals having a common connection.." , the examiner respectfully 
disagrees. 

Atia (figs. 1 and 2) clearly shows the each series resonant circuit/dielectric 
resonator 40 one set of end terminals having a common connection through a 
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separated transmission line 70. As applicant referred to figure 6a in Atia, the series 
resonant circuits C1, L1 & C2, L2 shares a common connection via impedance 
Zo/transmission line 70. It is unclear as to how applicant's claimed invention (in light of 
applicant's drawing, e.g., figure 1) is structurally different from the device of Atia. For 
example, in applicant's figure 1, the open stub/resonators 3i and 32 is connected via 
transmission line 2 (which is identical to the connection in the device of Atia, see fig. 
6a). 

In regarding to 35 USC 103(a) rejection, Hong et al. in view of Miyazaki et al. or 
Uchida et al. (JP07-094908), the applicant addresses what Miyazaki (and also Uchida 
et al. ) shows without why it is not obvious to use the teaching of Miyazaki et al. (or 
Uchida et al.) to provide a jump-coupling circuit in the device of Hong et al. It should be 
noted that one cannot show nonobviousness by attacking references individually where 
the rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. 
Cir. 1986). 

In response to Uchida et al. (JP 07-094908) that the elements 5 and 7 are 
conductors (see REMARKS, p. 10, 5 th paragraph) and applicant's request for English 
translation, it should be noted that the examiner already provided the English translation 
with the Japanese patent in last Office Action (mailed on 8/29/05). Moreover, Uchida et 
al. clearly teaches that the conductors 5 and 7 are resonators (see English translation, 
paragraph [0010]). 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension feepursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Seungsook Ham whose telephone number is (571) 272- 
2405. The examiner can normally be reached on Monday-Thursday, 8:00AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pascal can be reached on (571)-272-1769. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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